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Introduction 

SIIA is the principal U.S. trade association for the software 
and digital content industries.  With over 450 member companies, 
SIIA is the largest association of software and content publishers 
in the country. Our members range from start-up firms to some of 
the largest and most recognizable corporations in the world.   

SIIA’s mission is to protect the three components of the 
information lifecycle that drives innovation in technology and 
everywhere else: creation, dissemination and productive use. Our 
members not only rely on patents to protect their inventions, but 
also depend on the ability to develop, manufacture, and sell their 
products free from improper assertions of exclusive rights. 
Consequently, SIIA’s members are involved in patent litigation as 
both patentees and accused infringers.  Our members are keenly 
focused on issues surrounding intellectual property protection and 
the effect of IP laws on their ability to continue to set the pace in 
our digital age.   

SIIA enthusiastically supported the enactment of the America 
Invents Act of 2011, and after over a decade of implementation, 
we believe that it is appropriate for Congress to examine the 
statute to see where it is working, where it is not, and whether 
amendment is needed to respond to changes in case law.  The 



 

AIA’s inter partes review system was designed to improve patent 
quality; to increase the efficiency of the post-grant patent review 
process; and to reduce civil litigation costs for both plaintiffs and 
defendants. And it has succeeded—providing much-needed 
assistance to software and internet technology companies as well 
as to Main Street businesses like retailers, restaurants, and 
hotels who had increasingly been targeted by patent trolls for 
nothing more than selling or using products supplied to them by 
another. This was especially true with respect to low-quality 
software patents covering basic concepts like providing business 
information on a public webpage. 

The balance of this statement provides a brief overview of the 
AIA’s purpose and developments that in SIIA’s view warrant 
legislative amendment.   

The AIA Protects the public interest. 

Patents are different from other kinds of intellectual property 
rights, dating back to their origins as royal favors doled out by the 
King.  If the Crown decided that a particular company should be 
the only legal manufacturer of playing cards in England, then 
there would be only one legal manufacturer: the crown gave a 
franchise to a favored manufacturer.  The exclusionary nature of 
the patent, however, has not changed since then: it gives the 
patentee the exclusive right to exclude others from “making, 
constructing, using or vending” a particular invention.1 What is 
different is that Congress is responsible for the scope of the grant, 
and the grant must meet the standards that Congress set out in 
the statute: that the invention be new, nonobvious, and useful. 

Patents that meet the statutory standard serve an extremely 
valuable purpose.  They provide and instruct the next generation 
of inventors on how to improve on what has come before.  Thus, 
the issuance of a patent  “take[s] from the public rights of 
immense value, and bestow[s] them upon the patentee.” United 
States v. American Bell Telephone Co., 128 U. S. 315, 370 (1888).  

 
1  Patent Act of 1790, § 1, 1 Stat. 109 (April 10, 1790). 



 

But patents that do not meet the statutory requirements come at 
enormous cost and thus “[i]t is as important to the public that 
competition should not be repressed by worthless patents, as that 
the patentee of a really valuable invention should be protected in 
his monopoly.” Pope Mfg. Co. v. Gormully, 144 U.S. 224, 234 
(1892). 

Congress enacted the AIA because too many patents did not meet 
the statute’s requirement, and that problem was particularly 
acute with respect to software. The PTO has recognized the 
unique problems that software poses to patent examination 
because of its functional nature and the difficulty of making sure 
that the claims advance over the prior art.2  Even as late as 2015, 
one study estimated that over one in four patents (and perhaps as 
many as over half of software and business method patents) could 
be invalid.3  Given that the average time spent on a patent 
application is roughly 19 hours, mistakes have and continued to 
be made.4  

The AIA became law because of the cost of these poor-quality 
patents to the public.  Non-practicing entities  targeted small and 
large businesses in retail, restaurants, and technology which 
resulted in quick settlements over baseless patents.5   The AIA, 

 
2 U.S. Patent & Trademark Off., Request for Comments and Notice of 
Roundtable Events for Partnership for Enhancement of Quality of 
Software-Related Patents (Dec. 27, 2012), 78 Fed. Reg. 292, 294 (Jan. 3, 
2013). 
3  See Shawn P. Miller, Where’s the Innovation? An Analysis of the 
Quantity and Quality of Anticipated and Obvious Patents (Mar. 26, 
2012), available at https://papers.ssrn.com/ 
sol3/papers.cfm?abstract_id=2029263. 
4  See Michael D. Frakes & Melissa Wasserman, Is the Time 
Allocated to Review Patent Applications Inducing Examiners to Grant 
Invalid Patents? Evidence from Micro-Level Application Data,  Review of 
Economics and Statistics (2017). 
5  All patent trolls are NPEs, but the reverse is not true. FED. TRADE 
COMM’N, PATENT ASSERTION ENTITY ACTIVITY: AN FTC STUDY 8–9 (2016), 
https://www.ftc.gov/system/ 
files/documents/reports/patent-assertion-entity-activity-ftc-
study/p131203_patent_assertion_entity_activity_an_ftc_study_0.pdf.  
 



 

which was supported by a broad coalition of Main Street 
businesses,  created a system in which the PTO can take a second 
look at these patents if they think it is reasonably likely that the 
patent is invalid for specified reasons, the most important one 
being that it was obvious.  Each time one of these patents is 
invalidated, the public wins because it prevents the patentee from 
exercising a public franchise that it did not earn.  

The AIA advances the public interest by allowing for a second look 
at patents that are likely to be invalid upon review by experts in 
both law and science. In the words of the statute, review ensues 
only if there is a reasonable likelihood that the petitioner would 
prevail with respect to at least one” of the petition’s claims.6  
Invalidation of these patent claims serves the public interest. 
 
By and large, SIIA’s members believe that the PTAB has worked 
well and has served that interest.  Experience, however, has 
taught us two key lessons. First, the so-called NHK-Fintiv rule7 
should be rescinded to stop the PTAB from relying on the 
existence of co-pending litigation and inaccurate trial dates as a 
basis for denying a meritorious petition.  While we are encouraged 
by the recent interim guidance released by Director Vidal,8 which 
is a step in the right direction, Congress should return the IPR 
process to what was originally intended, as the compromise 
recently introduced in the Senate (S.4417) has attempted to do. 
 
Second, in United States v. Arthrex, the Supreme Court 
invalidated and severed portions of the AIA that limited the 
Director’s review of PTAB decisions, finding those limitations to 
be unconstitutional.9  While SIIA does not gainsay that decision, 

 
6  35 U.S.C. 314(a). 
7  E.g. Apple v. Fintiv, IPR2020-00019, Paper 11 (PTAB Mar. 20, 
2020) (precedential); 
8  Katherine Vidal, Interim Procedure for Discretionary Denials in 
AIA Post-grant Proceedings with Parallel District Court Litigation (June 
2022), available at 
https://www.uspto.gov/sites/default/files/documents/interim_proc_discreti
onary_denials_aia_parallel_district_court_litigation_memo_20220621_.p
df?utm_campaign=subscriptioncenter&utm_content=&utm_medium=em
ail&utm_name=&utm_source=govdelivery&utm_term=. 
9   141 S. Ct. 1970 (2021). 



 

Congress can and should require that the Director issue written 
opinions when he or she intervenes in PTAB decisions. Both of 
these changes will improve the operation of the PTAB system.  
 
 
We thank the Committee for considering our views. 

 
Respectfully submitted,  
 
/s/ 
 
Christopher A. Mohr 
SVP for Intellectual Property 
and General Counsel  

 
 


