
 

 

 
Re: Request for Comments on USPTO Initiatives To Ensure the Robustness and 
Reliability of Patent Rights, Docket No. PTO–P–2022–0025  
 
Dear Under Secretary Vidal: 
 
United for Patent Reform (UFPR) is a broad coalition of diverse American businesses 
advocating for a patent system that enhances patent quality, advances meaningful innovation, 
and protects legitimate American businesses from abusive patent litigation. Our members are 
small and large — they range from Main Street retail shops, REALTORS®, hotels, grocers, 
convenience stores, and restaurants to national construction companies, automobile 
manufacturers, and technology businesses. Collectively, our members represent over 90 
million U.S. employees, a figure that accounts for nearly two-thirds of private sector jobs in 
the United States. 
 
UFPR appreciates the opportunity to submit feedback in response to the Request for 
Comments on USPTO Initiatives To Ensure the Robustness and Reliability of Patent Rights 
(RFC). While many of UFPR’s members are patent holders, a greater percentage hold no 
patents at all, and their only interaction with the patent system is getting sued or threatened 
with suit by a patent holder, typically a non-practicing entity (NPE). More often than not, this 
is on the basis of vague, over-broad patents that should not have issued in the first place, and 
primarily for technology where the targeted business is simply an end user of the product at 
issue, and not the creator of the product itself. This is why UFPR cares deeply about the 
patent system and making sure that it works so that the benefits of innovation can be 
experienced by all Americans, while the harms of abusive litigation are not. 
 
Question 5 of the RFC, through its reference to section 2(c) of the USPTO’s letter of July 6, 
2022, proposes to “enhance communication between patent examiners and the Patent Trial 
and Appeal Board (PTAB).” UFPR strongly supports this proposal, and is submitting this 
comment to urge the USPTO to finally put into place robust information-sharing 
between the PTAB and examining corps related to post-grant proceedings under the 
America Invents Act (AIA). There is a gold mine of learnings to be leveraged from AIA 
proceedings, both with respect to previously hard-to-find prior art that may be relevant to a 
particular technology area, as well as more general examination quality issues. 
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Post-Grant Review Serves a Critical Error Correction Role 
 
Before delving into the tremendous potential for improvement that has yet to be unlocked 
from AIA proceedings, it is informative to first explain the importance of post-grant review 
proceedings to UFPR, and how these proceedings fit into the patent system as a whole.  
 
Abusive patent litigation brought by NPEs has been a significant problem for years, with 
UFPR members routinely targeted by these lawsuits. As the chart below illustrates, NPE 
litigation peaked in 2011, and generally trended downward after that until 2018. The 
downward trend was largely brought about by two improvements to the patent system. First, 
the enactment of the AIA and its creation of the Inter Partes Review (IPR) process before the 
PTAB provided an efficient, cost-effective, and expert process for addressing invalid patents. 
Second, the Supreme Court’s 2014 restatement of the law around patent eligibility in Alice 
curtailed the availability of patents covering abstract ideas like methods of conducting 
business from being used to go after productive companies.1 
 
However, with the weakening of the IPR process making it harder to bring about the review 
of an invalid patent, as well as the increasing challenge to obtain early disposition of a case 
under Alice, litigation brought by NPEs began to rise starting in 2018. By 2021, it had 
increased by more than 40% over its 2018 level, which persisted into 2022.  
 

 
Source: RPX Corp. 

 
1 While Alice and Section 101 are not the subject of this RFC, UFPR recently submitted comments to the USPTO in 
response to the request for comment on the patent subject matter eligibility guidance, which can be found at 
https://www.regulations.gov/comment/PTO-P-2022-0026-0013. 
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UFPR would like to see the post-grant review process restored back to what was intended 
under the AIA and what had allowed for the reduction in abusive patent litigation that was 
experienced in the U.S. after its enactment. We look forward to providing our feedback to the 
USPTO on this critically important topic when the opportunity arises.  
 
With respect to the current RFC, UFPR strongly urges the USPTO to capitalize on the 
information generated by AIA proceedings and put into place a robust, effective feedback 
loop between the PTAB and the examining corps. 
 
Post-Grant Review Improves Front-End Examination Quality 
 
Post-grant review under the AIA can improve front-end patent examination quality in two 
equally important ways. The first way, which was realized upon enactment of the AIA, is the 
incentive it creates for patent applicants to conduct fulsome prior art searches before filing a 
patent application, and pursue claims that are more carefully crafted in light of that prior art. 
This is done to help insulate any granted patent from post-grant review. The second way, 
which has not been fully realized, is to make use of the learnings in each and every AIA 
proceeding and bring those learnings back to the examining corps for front-end 
improvements. Each time a patent is found to be invalid during post-grant review – or stated 
differently, each time an error in the granting process is uncovered – there is an opportunity 
to have that information evaluated and applied so that the errors are reduced. It is this second 
front-end patent examination quality improvement that UFPR is eager to see implemented. 
 
In the December 15, 2022 Boardside Chat, Deputy Director Brent emphasized the value of 
this feedback loop, referring to the importance of a “unified agency” where information flows 
freely between the PTAB and examining corps. This was also, once again, a recommendation 
of the Patent Public Advisory Committee (PPAC) in its 2022 Annual Report: “[t]he PPAC 
continues to recommend that the USPTO use each PTAB decision finding a claim 
unpatentable as an opportunity to understand and learn,” and “[t]his ‘feedback loop’ between 
PTAB and Patents should be embedded into the USPTO quality systems.”2  
 
The value of this feedback loop, both for related applications (which is already being done) 
and for broader learnings (which we are recommending here) has also been recognized as 
improving consistency at the USPTO: “[b]y providing patent examiners with direct feedback 
on cases involving patents they issued as well as providing best practices or common 
mistakes to all patent examiners, the Patent Office can harness the adjudicatory board's 
ability to bring more uniformity and improve patent examiner decision-making.”3 

 
2 Patent Public Advisory Committee, 2022 Annual Report, at 18. 
3 Michael D. Frakes & Melissa F. Wasserman, Patent Trial and Appeal Board’s Consistency-Enhancing Function, 
104 Iowa L. Rev. 2417, 2446 (2019). 



 

4 

 
The USPTO Should Implement a PTAB-Patents Feedback Loop  
 
UFPR recognizes that this is a challenging area to tackle, but given the benefits in doing so 
we urge that the broader feedback loop be put into place so that post-grant proceedings can 
act as an even more powerful tool to bring about increased robustness and reliability in all 
patents. The opportunities include: 
 

● Assessing the delta between the prior art submitted in a post-grant review, and the 
prior art that was identified during front-end examination, and determining why the 
later-raised prior art did not come up during the initial search; 

● Making prior art cited during post-grant review available to examiners who work in 
similar technology areas (not just those who are examining related patent 
applications); and 

● Aside from prior art search deficiencies, identify whether there are other issues that 
are arising in examination and may benefit from further legal training, such as the 
application of obviousness. 

 
We thank the USPTO for the opportunity to provide these comments. Post-grant review 
proceedings under the AIA serve a critical error correction role, and bring about real 
improvements to front-end examination quality. By putting in place a continuous feedback loop 
between the PTAB and the examining corps, the USPTO can further enhance patent robustness 
and reliability. 
 
Sincerely, 
 
Stephanie Martz      Chris Mohr 
Co-Chair, United for Patent Reform    Co-Chair, United for Patent Reform 
Senior Vice President & General Counsel   President 
National Retail Federation     Software & Information Industry Association 



United for Patent Reform is a broad coalition of diverse American businesses, small and large –
from national construction companies, automobile manufacturers, and technology businesses to
Main Street retail shops, REALTORS®, hotels, grocers, convenience stores, and restaurants –
advocating for a patent system that enhances patent quality, advances meaningful innovations

and protects legitimate American businesses from abusive patent litigation.
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